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DETAILED ACTION 

1 . This office action is in response to the applicant's communication received on 
October 26, 2006. 

2. Claims 1-43 are presented for examination. 

3. Applicant's arguments with respect to claims 1-43 have been considered but are 
moot in view of the new grounds of rejection. 

Remarks 

4. The examiner apologizes for not providing clarity in the 35 U.S.C. § 1 01 rejection 
cited in the office action dated July 26, 2006. Therefore, clarity for the 35 USC § 101 
rejection is presented in the office action below. 

Allowable Subject Matter 

5. Claims 14, 17-19, and 27-29 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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7. Claims 31 and 39 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. As follows: 

Claims 31 and 39 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Claim 31 is directed to collecting 
failed queries, selecting some of the collected queries related to a topic, and modifying 
the entry of the topic based on the selected query. Claim 39 is directed to a title for a 
topic, data derived from failed queries, and content describing the topic. The claimed 
inventions, as a whole must accomplish a practical application . That is, it must 
produce a "useful, concrete, and tangible result." State Street, 149 F.3d at 1373, 47 
USPQ2d at 1601-02. MPEP 2106. In each of these cases the result for claim 31 is 
modifying an entry for a topic and the result for claim 39 is having a title topic, deriving 
data from failed queries, and having content describing a topic. The claimed limitations 
are an abstraction as they are not useful/concrete, and tangible, they are not put in 
any tangible form and not useful because they are not presented in a way to provide 
some result that is of utility that may exist in the specification however no specific use is 
provided for in the claimed invention. Thus the clams are non-statutory and stand 
rejected under 101 as not producing a "useful, concrete, and tangible result." 

Claim 39 is not limited to tangible embodiments. In view of Applicant's disclosure, 
publication no. 20050182783, paragraph [0028], the medium is not limited to tangible 
embodiments, instead being defined as intangible embodiments (e.g., [signal ]). As 
such, the claim is not limited to statutory subject matter and is therefore non-statutory. 
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To overcome this type of 101 rejection the claims need to be amended to include only 
the physical computer media. The Examiner recommends that the applicants kindly 
amend claims 39-43 to recite a "computer-readable storage medium" in an effort to 
make the claims statutory. 

Further, claims 31 and 39 do not include any physical transformation or 
manipulation of the claimed data to produce a useful, concrete, and tangible result 
(AT&T, 172 F.3d at 1358-59, 50 USPQ2d at 1452. MPEP 2106 Rev. 5, Aug. 2006). At 
best claim 31 modifies the help file, but after the help file has been modified then what 
happens to the updated data belonging to the help file as a result of the modification 
being made. As to claim 39, it is at best descriptive of a title to a topic and contents of a 
topic being comprised within the help file. Claims 31 and 39 do not consist of any of the 
statutory elements presented in claim 35. For example, claim 35 consists of making an 
entry to the help file, each entry having a title, receiving a user query, searching the help 
file for a topic that matches the received user query, a match determined based on a 
comparison of the received user query to the data derived from fai led user Queries 
(useful, concrete, and tangible result). 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 1-13, 15, 16, 20-26, and 30-43 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Morrow et al. (Patent No. 6,983,271 B2 filed June 13, 2001, 
hereinafter Morrow). 

1 0. Regarding Claims 1,21,31, 35, and 39, Morrow teaches an answer wizard drop- 
down control. 

The method and associated system for an answer wizard drop-down control as 
taught or suggested by Morrow includes: 

collecting (figure 1 , element 310 'edit/drop control module'; col. 7, lines 37-40, 
'...the user may go back to previous questions to obtain help topics related to those 
questions without reentering the questions...', col. 7, lines 50-53, 'When the user does 
type in a new query in the edit control, the edit/drop-down control module 310 may then 
invoke the list of previously entered strings to find one that is similar to the user's new 
query.') failed user queries (col. 8, lines 53-57, 'If at step 650, the user does not find any 
of the potential answers acceptable, the method proceeds along the "No" branch back 
to step 615, where the user may enter a new question, or where the user may modify 
the previously-entered question.'); receiving a selection of a topic (col. 6, lines 45-49, 
'...the answer wizard DLL 320 performs a search of available help topics contained in 
the help module. . .', col. 8, lines 9-11,'.. .for help topics related to the selected 
question.'); receiving a selection of some of the collected user queries (col. 7, lines 37- 
40 and 50-53, col. 8, lines 53-57); modifying (col. 6, lines 35-38, '...the help file module 
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330 and the balloon DLL 340 are utilized by the edit/drop-down control module 310 for 
providing the functionality of the answer wizard drop-down menu...') the help file 
(Abstract, lines 2 and 3, '...help files...') so that the selected topic is more likely 
identified as being relevant to the selected user queries (col. 6, lines 45-63, '...if the 
user enters the string "How do I print?," the answer wizard DLL 320 parses the question 
to find recognized keywords with to search the help topics contained in the help module 
330... When the answer wizard DLL locates help topics in the help module related to the 
keyword "print," it returns to the edit/drop-down control module 310 a series of potential 
answers related to the keyword "print."'). 

1 1 . Regarding Claims 2, Morrow teaches modifying includes adding data derived 
from the selected user queries to an entry of the selected topic (col. 5, lines 28-32 and 
60-64, col. 6, line 2). 

12. Regarding Claims 3, Morrow teaches the means which essentially comprises the 
same means as deriving data is added as metadata that is searched by a help system 
(col. 6, lines 45-63) when determining whether a topic matches a user query (col. 5, 
lines 59-67, col. 6, lines 1-9). 

1 3. Regarding Claims 4, Morrow teaches a help system searches for topics that 
match a user query (col. 6, lines 45-63), the help system weights matches within the 
derived data of the topics more heavily than matches within the content of the topics 
(col. 6, lines 45-63). 

14. Regarding Claim 5, Morrow teaches modifying includes adding data derived from 
the selected user queries to a search catalog of the help file (col. 7, lines 1 1-31). 
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1 5. Regarding Claim 6, Morrow teaches the means which essentially comprises the 
same means as data is added as metadata that is searched by a help system when 
determining whether a topic matches a user query (col. 6, lines 45-63). 

16. Regarding Claims 7 and 8, the limitations of these claims have been noted in the 
rejections above. They are therefore rejected as set forth above. 

17. Regarding Claim 9, Morrow teaches collecting includes an indication of an 
application associated with the failed user query (col. 2, line 67). 

18. Regarding Claim 10, Morrow teaches receiving a search criteria (col. 6, lines 45- 
67); and searching the collected user queries for those that match the received search 
criteria (col. 6, lines 45-67). 

19. Regarding Claim 1 1 , Morrow teaches displaying the matching user queries (col. 
5, lines 15-17); and receiving a selection of some of the matching user queries (col. 5, 
lines 15-17). 

20. Regarding Claims 12,13,15,16, 20, 22-26, 30, 32-34, 36-38, and 40-43, the 
limitations of these claims have been noted in the rejections above. They are therefore 
rejected as set forth above. 

NAME OF CONTACT 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cheryl Lewis whose telephone number is (571) 272- 
41 13. The examiner can normally be reached on 6:30-3:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Cottingham can be reached on (571 ) 272-7079. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

(571) 273-41 13 (Use this FAX #, only after approval by Examiner, for 
"INFORMAL" or "DRAFT" communication. Examiners may request that a formal 
paper/amendment be faxed directly to them on occasions.). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist/ Technology Center (571) 272-2100. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov . 

Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free).' ' 




Patent Examiner 
January 16, 2007 
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